THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Bef ore McCANDLI SH, Seni or Adm nistrative Patent Judge, STAAB
and McQUADE, Adm nistrative Patent Judges.

STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

! Application for patent filed February 24, 1994.
According to appellant, the application is a continuation of
Application 08/ 014, 363, filed February 5, 1993, now abandoned,
which is a continuation of Application 07/928,531, filed
August 13, 1992, now abandoned, which is a continuation of
Application 07/586,891, filed Septenber 24, 1990, now
abandoned.
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This is a decision on an appeal fromthe final rejection
of clainms 18-35, all the clains currently pending in the
application. An anendnent filed subsequent to the fina
rejection on August 28, 1995 (Paper No. 32) has not been
entered. See the advisory letter mailed Novenber 3, 1995
(Paper No. 33).

Appel lant’ s invention pertains to a handpiece for use in
a nmedi cal |aser system A basic understanding of the
i nvention can be derived froma reading of exenplary claim 18,
whi ch reads as foll ows:

18. A handpiece for use in a transnyocardi a
revaspu!arization heart synchroni zed pul sed | aser system
conpri si ng:

a barrel having a passage for transmtting a | aser
beam and

a contacting wall at one end of said barre
i ncludi ng an aperture in comrunication with said passage and a
face extending continuously radially outward from said
aperture to the periphery of said contacting wall.
The references of record relied upon by the exam ner in

support of the rejections are:

McFee 1,562, 460 Nov. 24,
1925
Sharon et al. (Sharon) 3, 865, 113 Feb. 11
1975
Hughes 4,757,515 Jul . 12,
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1988
Johnson 4,850, 352 Jul . 25,
1989
Vassiliadis et al. (Vassiliadis) 4,940, 411 Jul . 10,
1990

The follow ng rejections under 35 U S.C. 8§ 103 are before
us for review

(a) clains 18-23 and 31-35, rejected as being
unpat ent abl e over Sharon in view of MFee?

(b) clainms 24-27, rejected as bei ng unpatentabl e over
Sharon in view of MFee, and further in view of Johnson;

(c) claim 28, rejected as being unpatentabl e over Sharon
in view of McFee, and further in view of Hughes; and

(d) clainms 29 and 303 rejected as bei ng unpatentable over
Sharon in view of McFee, and further in view of Vassiliadis.

The rejections are explained in the exam ner’s answer
(Paper No. 29).

The opposi ng vi ewpoi nts of appellant are set forth in the

2 Both the exam ner and appel |l ants have incorrectly
denom nated U. S. Patent No. 1,562,460 to McFee as “Fee”.

$ Caim30 is obviously incorrect in that it depends from
itself. For purposes of this appeal, we will consider claim
30 as depending fromclaim?29. This error is deserving of
correction in the event of further prosecution.
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brief (Paper No. 28) and the reply brief (Paper No. 30).
Considering first the examner’s rejection of independent

clainms 18, 31, 34 and 35 as being unpatentable over Sharon in

vi ew of McFee, the exam ner has taken the follow ng position:

These clains are net by Sharon ‘113 with the
exception of providing the barrel with an enl arged
contact surface including a solid face extending
continuously radially outward fromthe aperture of
the barrel; however, as Fee [sic, MFee] teaches
usi ng an enlarged contact surface in the formof a
flange for contacting the surface of an area to be
treated to stabilize and assist in orienting a
surgical instrunment[,] . . . providing Sharon ‘113,
particularly the enbodinment of Fig. 11[,] with the
same in this manner for the benefits derived

t herefrom woul d have been consi dered as obvi ous
nodi fication. [final rejection, page 2]

Implicit in the above is the exam ner’s position that the
nodi fi ed Sharon devi ce woul d correspond to the clai ned
handpi ece in all respects.

While we are not in conplete agreenent with the
exam ner’s position as stated above,* the rejection is
sustai nable. Qur reasons follow

Each of the independent clains 18, 31 and 35 requires a

4 W do not agree with the examner’s inplicit findings to
the extent they suggest that the independent clains on appea
require the barrel to have an “enl arged” contact surface which
i ncludes a “solid” face, and that Sharon | acks such features.
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contacting wall “at one end of said barrel.” Simlarly,
i ndependent claim 34 requires a contacting wall extending
transversely “fromone end of said barrel.” 1In addition, each
of the independent clains requires a face “extendi ng
continuously radially outward” fromthe aperture of the barre
to the periphery of the contacting wall.

Turning to Sharon, this references discloses a | aser
scal pel conprising a barrel 4, 6, 7 having a lens 8 for
focusing a | aser beamat the point 11, and a tip nmenber for
targeting the | aser beamon a working spot or working |ine of
cut. The tip nenber may take various fornms, as illustrated in
Figures 2-11. None of the enbodi nents di scl osed by Sharon
satisfies all of the claimrequirenents set forth in the
previ ous paragraph. The Figure 5 enbodi nent and the Figure 11
enbodi nent of Sharon are nost pertinent to the clained
i nvention. The Figure 5 enbodi nent, however, |acks a
contacting wall “at one end of said barrel” (as required by
clainms 18, 31 and 35), and a contacting wall extending
transversely “fromone end of said barrel” (as required by
claim34). This is so because the leg 42 to which the tab 44
is secured is not itself a barrel, and cannot be fairly
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considered to be a part of the barrel 4, 6, 7. As for the
Figure 11 enbodi nent, Sharon explains at colum 5, |ines 28-
37, that the tip nenber 100 may be made froma test tube or a
centrifuge tube, wth the | aser beambeing utilized to nelt
the bottom of the tube to formthe opening 104. Wile the
area of the tube imedi ately adj acent the aperture 104 nay be
broadly considered a “contacting wall” having a “face,” it not
clear that this face “extend[s] . . . radially outward” from
the aperture 104, as required by each of the independent
cl ai nms.

McFee pertains to a therapeutical device for producing a
hi gh frequency el ectrical discharge for treating tonsils or
ot her parts to which access is nore or less difficult (page 1,
lines 9-14). The device includes an electrode 15 and a
tubul ar protector 17, preferably made of glass (page 2, line
35). The protector serves to nmake it easier for the operator
to hold the device at a proper distance fromthe part to be
treated (page 1, lines 36-43). 1In one enbodinent, illustrated
in Figure 2, the protector is provided with an enlarged end in
the shape of a substantially radially extending flange (page
1, line 100; page 2, line 78). The purposes of the enlarged
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end i nclude “[hol ding] the parts adjacent the part to be
treated . . . away fromthe discharge by the protector” when
the body part to be treated is located in a relatively
confined space, “bear[ing] on the part to be treated,” and
“facilitat[ing] the holding of the el ectrode approxi nately
perpendi cular to the part to be treated” (page 1, lines 89-
104) .

From our perspective, it would have been obvious to one
of ordinary skill in the art to provide the Figure 11 tip
menber of Sharon’s | aser scalpel with a radially extending
flange in Iight of the conmbi ned teachings of the applied
references. Suggestion for this nodification is found in
McFee’ s express teaching that this type of construction
facilitates proper positioning of an energy beamrelative to
the body part to be treated when the instrunent bears on the
body part, and hol ds body parts adjacent the part to be
treated away fromthe energy di scharge when the body part to
be treated is located in a relatively confined space, which
teachi ngs one of ordinary skill in the art would recogni ze as
bei ng applicable to Sharon’s | aser scal pel to bring about
t hese sane benefits. |Independent clains 18, 31, 34 and 35
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woul d not patentably distinguish over the Figure 1 handpiece
of Sharon fitted with such a nodified Figure 11 tip nenber.?
Appel | ant’ s argunments have been consi dered but are not
persuasi ve that the examner erred in rejecting clains 18, 31,
34 and 35. For the reasons noted above, we sinply disagree
wi th appellant that there is no suggestion to conbine the
references in the manner proposed. W also disagree with
appel | ant that Sharon teaches away from providing a flange on
tip nmenber, or that providing Sharon’s tip nenber with a
fl ange woul d defeat Sharon’s purpose because Sharon desires
novenent of a narrow tipped scal pel -type instrunent. First of
all, Sharon discloses a nunber of tip nenber configurations,
at | east some of which (e.g., the Figures 5, 6 and 7
enbodi nents) include a relatively broad end portion. In
addition, as is nade clear by Sharon at several places in the

specification (e.g., colum 3, lines 30), the |l aser beam may

*Furthernore, at |east the independent clains on appea
woul d al so not appear to distinguish over the protector 37 of
McFee' s Figure 2 enbodi ment taken by itself. In this regard,
the protector 37 has a uniformdianeter tubular body that
conprises a barrel having an aperture capable of transmtting
a |l aser beam and the radial flange 38 having at |east an outer
portion that conprises a contacting wall having a face
extendi ng continuously radially outwardly to the periphery.
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be used for cutting along a line or for spot work.

Appel I ant’ s argunent that the conbinati on of Sharon and
McFee is the result of inperm ssible hindsight also is not
wel | taken. From our standpoint, no inperm ssible hindsight
reasoni ng has been relied upon by the exam ner, since the
rejection takes into account only know edge which was within
the level of ordinary skill at the tinme the presently clained
i nventi on was made, i.e., the teachings of Sharon and MFee
viewed as a whol e, and does not include know edge gl eaned only
fromappellants’ disclosure. See In re MlLaughlin, 443 F. 2d
1392, 1395, 170 USPQ 209, 212 (CCPA 1971).

We al so do not agree with appellant’s argunent on pages
10-14 of the brief that the proposed conbi nati on woul d not
result in the clained subject matter. The preanble recitation
of claim 18, for exanple, that the handpiece is “for use” in a
heart synchroni zed pul sed | aser system and the recitation in
the body of claim 35, for exanple, that the clained structure
“acts as a handpiece for contacting a beating heart during

use,” are statenments of intended use or purpose that cannot be

relied upon to distinguish the clainmed handpi ece over the
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applied prior art. See LaBounty Manufacturing v.
I nternational Trade Comm ssion, 958 F.2d 1066, 1075, 22 USPQd
1025, 1032 (Fed. Cir. 1992); In re Yanush, 477 F.2d 958, 959,
177 USPQ 705, 706 (CCPA 1973); In re Casey, 370 F.2d 576, 580,
152 USPQ 235, 238 (CCPA 1967); Ex parte Cordova, 10 USPQd
1949, 1950-51 (Bd. Pat. App. & Int. 1987). 1In any event, the
nodi fi ed Sharon handpi ece reasonably appears to be fully
capabl e of functioning in the manner called for in the clains.
As to the claimrequirenent that the face of the
contacting wall “extend[s] continuously radially outward” from
the aperture to the periphery, MFee describes the flange of
protector 37 as being a “substantially radial” flange (page 1,
line 100), or a “radial” flange (page 2, line 78). Hence, the
tip nmenber of Sharon’s Figure 11 enbodi nent nodified in
accordance with MFee's teachings |ikew se woul d extend
radially, at least for the portion thereof adjacent the
periphery, which is sufficient to satisfy the broadly worded
requi renent of the independent clains in this regard. The
nodi fied tip nmenber of Sharon would also satisfy the

requi renent of independent claim34 calling for a contacting
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wal | “extending transversely fromthe end of the barrel” in
that the radially extending flange of the nodified tip nenber
clearly would include at |east a portion adjacent the
peri phery of the flange that “extend[s] transversely” fromthe
end of the barrel.

On page 14 of the brief, appellant argues that “[w] hen a
conbi nation is properly made under Section 103, the
di scl osures being conbi ned nust specifically teach a structure

whi ch sol ves the sane probl em encountered by the appellant,”

and cite Inre Wight, 848 F.2d 1216, 6 USPQ2d 1959 (Fed. Cr
1988) in support of this position. W note, however, that the
court inlnre Dllon, 919 F.2d 688, 693, 16 USPQ2d 1897, 1901
(Fed. Cir. 1990) (en banc), cert. denied, 500 U S. 904 (1991)
overruled Wight on this point. The court also made it clear
in Dillon at 919 F.2d 693, 16 USPQ2d 1901, that while al

evi dence of the properties of the clained subject matter and
the prior art nmust be considered in determining the ultimte
question of patentability, the discovery that a cl ai ned

I nventi on possesses a property not disclosed for the prior art

subject matter does not by itself defeat a prim facie case of
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obvi ousness.

On pages 16-25 of the brief, appellant nmakes reference to
each of the appealed clains individually. Appellant
presumably considers this to be a separate argunent for each
of the clainms in favor of patentability. W note, however,
that these “argunents” are anmbiguous in that they nerely

restate the claimw thout specifying any particular feature

thereof that is not suggested by the applied prior art. For
exanpl e, on pages 19-20 appel lants state:

Claim19 is separately patentabl e because it
recites that the handpi ece further includes neans
for focusing a | aser beamtransmtted through the
passage to focus the | aser beam proxi mate the
aperture to vaporize the tissue of the heart wal
and create a hole therein. Neither Sharon nor Fee
[sic, MFee] teach a handpi ece for a transnyocardi a
revascul ari zati on heart synchroni zed pul sed | aser
system whi ch includes neans for focusing a | aser
beamtransmtted through the passage to focus the
| aser beam proxi mate the aperture to vaporize the
tissue of a heart wall and create a hole therein.

In that Sharon clearly discloses a |lens 8 for focusing the
| aser beamat a point |l at the end of the tip nenber, this
“argunment” is not well taken. Simlarly, appellant’s separate
reference to each of the dependent clains 19-22, 32 and 33

does not convince us that the exam ner erred in rejecting
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these clains as bei ng unpatentable over Sharon in view of
McFee.

As to claim 23, the neaning of the |anguage “said
contacting wall is broader in cross-sectional area than said
barrel” is sonewhat unclear in that it conpares an area (the
cross-sectional area of the contacting wall) to an el enent per
se (the barrel). Gving this |language its broadest reasonable
interpretation, we interpret the above quoted | anguage of
claim23 to nean that the dianeter of the contacting wall is
greater than the dianeter of the barrel. As interpreted,
claim 23 al so does not patentably distinguish over the
nodi fied Sharon tip nenber.

In light of the foregoing, we will sustain the § 103
rejection of clains 18-23 and 31-35 as bei ng unpat ent abl e over
Sharon in view of MFee.

Cl ains 24-26 depend fromclaim 18 and add that the barre
i ncl udes neans for introducing a purging gas into the barre
(claim24), neans for venting debris purged by the gas from
the barrel (claim25), and the |ocation of the exhaust neans

bei ng proximate the aperture of the barrel (claim26). W
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consi der the means for introducing a purging gas of claim 24
to be readable on the bore 46 in appellant’s handpi ece, and
the neans for venting of claim25 to be readable on the hol es
70, 72 of appellant’s handpi ece. The examner’s position that
it would have been obvious to provide Sharon’s tip nenber with
a port for introducing a purging gas therein and a port for
venting debris and purging gas therefromin view of the
teachi ngs of Johnson at gas inlet port 18 and gas outlet port
20 i s reasonabl e and has not been specifically disputed by
appel l ants. Accordingly, we will sustain the standing
rejection of clains 24-27 as bei ng unpatentable over Sharon in
vi ew of McFee and Johnson. ®

Cl ai m 28 depends fromclaim 18 and further requires that
the contacting wall is thermally insulating. In that the tip
menber 100 of Sharon’s Figure 11 enbodi ment and the protector
of McFee may be nade of glass (Sharon, columm 5, |ines 28-30;
McFee, page 2, line 35), which is a thermally insulating

material at |east to sone degree, the subject matter of this

®In that claim 27 depends directly fromclaim18 and does
not add anything to claim 18 above and beyond that discl osed
by Sharon, it is not clear why this claimis grouped with
cl ai nms 24-26.
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cl ai m woul d have been obvious to the ordinarily skilled
artisan in view of the conbined teachings of the applied
ref erences.

Cl aim 29 depends fromclaim18 and further requires that
the barrel is angled and has a deflector neans for directing
the | aser beam al ong the angled barrel. d aim 30 adds that
the deflecting neans is a mirror. It is the exanmner’s
position that it would have been further obvious to provide
Sharon with such features in view of the teachings of
Vassiliadis in Figure 4 of a handpi ece having an angl ed end
portion and a mrror 80 for deflecting a | aser beam
therealong. In that the exam ner’s position is reasonable and
has not been specifically disputed by appellants, we will also
sustain this rejection.

Each of the examiner’s rejections are sustained.

The decision of the exam ner is affirned.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
§ 1.136(a).

AFFI RMED
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HARRI SON E. McCANDLI SH

N

Seni or Adm ni strative Patent Judge )
)
LAVRENCE J. STAAB ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
JOHN P. McQUADE )
Adm ni strative Patent Judge )
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